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Office Action Summary 



Application No. 
08/988,181 



AppIica^R 



it? 



Oshima 



Examiner 



Raeann Gorden 



Group Art Unit 
3711 




gCj Responsive to communication(s) filed on Mar 22. 1999 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quq$I&35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37CFR 1.136(a). 



Disposition of Claim 

j& Claim(s) 6-9 and 12-43 



is/are pending in the applicat 



Of the above, claim(s) 6-9 
□ Claim(s) 



|X) Claim(s) 12-43 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved ^disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All C£ome* DSlone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: . 



(& Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statements), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



■ SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
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Art Unit: 371 I 



RETAILED ACTION 



Double Fatentittg 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F3d 1046 ? 29 U3PQ2d 2010 (Fed. 
Cm 1993); in re Longi, 759 K2d 887, 225 USPQ 645 (Fed Cn\ 1985); in re Van Ornimu 686 
F2d 937, 214 USPQ 761 (CCPA 1982); In re Vogeh 422 F.2d 438 ? 164 USPQ 619 

(CCPA 197Q);and. In re Thorington, 418 F.24 528 T 163 USPQ 644 {CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321© may be used to 
overcome an*aetual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
applk^tion, See 37 CFR 1 J30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

2. Claims 12-43 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-18 of U.S. Patent No. 5,713,803. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
scope of the invention has not changed. Varying the golf ball descriptions and characteristics on 
the front of the package does not render a patentable distinction 



Response to Arguments 

3. Applicant's arguments filed 3/22/99 have been fully considered but they are not persuasive. 
Applicant has failed to show relevant differences over the 803 patent that would render a 
patentable distinction. The present invention as well as the c 803 patent consists of a box/package 
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with a generally rectangular indication disposed on the box/package. This rectangular area 
includes information regarding various characteristics of the golf balls inside of the box/package. 
Adding/Deleting different characteristics within this area is not an improvement. Furthermore, 
applicant argues that the '803 is more detailed but does not show or explain any relevant 
modifications or improvements which would necessitate a patentable distinction. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Raeann Gorden whose telephone number is (703) 308-8354. The examiner 
can normally be reached Monday-Friday from 7:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeanette Chapman, can be reached on 703-308-13 10. The fax number for the 
organization where this application or proceeding is assigned is 703-308-7768. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 148. 



Conclusion 




f. JEANETTE CHAPMAN 
SUPBWISORY PATENT EXAMINER 

Technology center 3700 



